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Claims 5, 11, 21 and 56 are rejected under 35 U.S.C. 112, second para- 
graph, as being indefinite for failing to particularly point out and dis- 
tinctly claim the subject matter which applicant regards as the invention. 

Claims 5 and 11 are apparently incorrect in the recitation of "2,5- 
diketo-gluconate" , which should apparently be "2 , 5 -diketo-D-gluconic acid", 
as on page 1, line 18 of the specification. 

Claim 21 is incorrect in the recitation of "2,5-DKG activity", which 
should apparently be "2,5-DKG permease activity". 

Claim 56 is indefinite and therefore confusing in the recitation of 
"stringent hybridization conditions" . This recitation reads on any level of 
stringency whatsoever including highly stringency, medium stringency and very 
low stringency. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claims 5-6, 11-16, 20-27, 36-40, 49-50, 52-54 and 56 are rejected under 
35 U.S.C. 112, first paragraph, as failing to comply with the enablement re- 
quirement. The claim (s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which 
it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

The instant specification teaches one of ordinary skill in the art to 
obtain SEQ ID NO: 12 encoded by SEQ ID NO: 11. It does not teach one how to 
obtain a nucleic acid encoding a protein having 40% or 80% identity to SEQ ID 
NO: 12. It is well known that if even one nucleotide or amino acid is 
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changed, the activity may be eliminated. There is no guidance given in the 
instant specification as to what specific amino acids and/or nucleotides to 
change to what in order to obtain a protein with the same activity. There- 
fore, applicants should limit their claims to what is taught in the specifi- 
cation. In order to allow for allelic variants the examiner will allow 
claims drawn to 95% identity. 

Claim 56 reads on nucleic acid molecules that consist of nucleotides or 
that encode polypeptides from anything whatsoever having 20 consecutive nu- 
cleotides since the word "comprising" is used. The molecule could be from a 
completely unrelated gene as long as it met these characteristics. Therefore 
one of ordinary skill in the art would not know how to make and/or use the 
claimed invention. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

Claim 56 is rejected under 35 U.S.C. 102(e) as being anticipated by 
either of Hoch, et al . (A), Goldman, et al . (B) or Mahairas, et al . (U) . 

Each of the instant reference teach 20 consecutive nucleotides of SEQ ID 
NO: 11. The purported use of the nucleotide has no bearing on the claim. It 
is presumed that the nucleotide sequence will hybridize to a nucleotide 
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having permease activity, absent very convincing proof to the contrary. In 
Hoch, et al., residues 3750-5249 of SEQ ID NO: 19 has 100% identity to SEQ ID 
NO: 11 residues 1-1317 of SEQ ID NO: 5 have 87.8% identity to residues 70-1386 
of SEQ ID NO: 11 and residues 1467-1500 of SEQ ID NO : 6 correspond to residues 
1-34 of SEQ ID NO: 11. SEQ ID NO: 14 of Hoch, et al . has 100% identity to SEDQ 
ID NO: 12 . 

In Goldman, et al . , residues 770-790 of SEQ ID NO: 7050 correspond to 
residues 233-253 of SEQ ID NO:ll and residues 1546-1566 of SEQ ID NO:627 
correspond to residues 233-253 of SEQ ID NO:ll. 

As shown in the attachment to Mahairas, et al . , residues 104-124 
correspond to residues 74-94 of SEQ ID NO:ll. 

Claims 7, 51 and 55 are objected to as being dependent upon a rejected 
base claim. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Charles L. Patterson, Jr., PhD, whose 
telephone number is 571-272-0936. The examiner can normally be reached on 
Monday - Friday from 7:30 to 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy , can be reached on 571-272- 
0928. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status informa- 
tion for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available 
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through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 



Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 



9197 (toll-free) . 



Patterson 
March 30, 2006 




Primary Examiner 
Art Unit 1652 




